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Claims 1-53 are pending in this application. 

DETAILED ACTION 
Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

. (a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-8, 10-1 1 and 22-53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lim et al. (US 6,461,391 Bl) in view of Audousset et al. (US 5,76,903). 

Lim et al. (US' 391 Bl) teaches a hair dyeing composition comprising an oxidation base 
of cationic tertiary para-phenylenediamine having a formula (1), which similar to the claimed 
formula (I), when in the reference formula (1), R, Rl and R2 are alkyl radicals, R4 is hydrogen 
atom or an alkyl radical and R5 is a hydrogen atom as claimed in claims 1-8 and 10- 
1 1 (see col. 2, formula (1) and lines 44-50) and when in the claimed formula (I), R2 represents 
the onion radical Z of the claimed formula (II), R3 is a hydrogen atom, n is 1 or 0 and Rl is an 
alkyl radical. Lim et al. also, teaches the compounds l-(4-aminophenyl)-N,N-dimethyl-N- 
pentylpyrolidin-3-ammoinum iodide and l-(4-aminophenyl)-N-(2-hydroxyethyl)-N,N- 
dimethylpyrrolidin-3-ammonium iodide which are identical to the claimed compounds as 
claimed in claims 22-26 (see col. 19, Example 22 (compound 7) and col. 26, Example 29 
(compound 14), wherein the composition also comprises para-phenylenediamuine derivatives 
such as 2-[(4-amino-phenyl)-(2-hydroxy-ethyl)-amino]-ethanol (N,N-bis (-hydroxy ethyl)-p- 
phenylenediamine) which reads on the claimed formula (V) as claimed in claims 27-28 (see col. 



Application/Control Number: 10/735,288 Page 3 

Art Unit: 1751 

3, lines 60-61), wherein the cationic tertiary para-phenylenediamine is represented in the amount 
of 0.01 to about 5.0%, which within the claimed range as claimed in claims 29 and 40 (see col. 3, 
lines 43-46), wherein the composition also comprises oxidation bases such as p-aminophenol 
that reads of the claimed formula (V") as claimed in claims 35, 36 (see col. 4, line 19), 6- 
hydroxy-indole (lH-indol-6-ol) as claimed in claims 35, 37 and 38 (see col. 7, line 6), cationic 
polymers as claimed in claim 41 (see col. 9, line 19), thickening polymers as claimed in claim 42 
(see col. 8, lines 39-55), surfactants as claimed in claim 43 (see coL8, lines 23-25), additional 
primary intermediate (oxidation bases) of benzene- 1,4-diamine (para-phenylenediamine) as 
claimed in claim 44 (see col. 3, lines 56-58), coupler of resorcinol (1,3-dihydroxybenzene) as 
claimed in claims 46-47 (see col. 4, lines 56-57), wherein the couplers are presented in the 
amount of 0.005 to 20% which is within the claimed range as claimed in claim 48 (see col. 4, 
lines 50-52), wherein the composition further comprises direct dyes as claimed in claim 49 (see 
col. 7, lines 20-54), hydroxylated solvent ethanol as claimed in claim 50 (see col. 8, line 15) and 
oxidizing agent of hydrogen peroxide as claimed in claim 51 (see 9, line 66). Lim et al. (US' 391 
Bl) also teaches a method for dyeing hair as claimed in claim 52 (see col. 9, lines 60-64). 

The instant claims differ from the reference by reciting benzomorpholine coupler in the 
claimed composition. 

However, Lim et al. (US' 391 Bl) suggests the use of heterocyclic couplers in the dyeing 
composition (see col. 5, lines 46-64). 

Audousset et al. (US' 903) in analogous art of hair dyeing formulation, a composition 
comprising oxidation bases and couplers such as 6-benzomorpholine in the claimed amount as 
claimed in claims 30-34 (see col. 3 formula (IV) and col. 11, Example 3). 
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Therefore, in view of the teaching of the secondary reference, one having ordinary skill in 
the art at the time the invention was made would be motivated to modify the composition of Lim 
et.al. (US' 291 Bl) by incorporating the coupler benzomorpholine to make such a composition. 
Such a modification would be obvious because Lim et al. (US' 391 Bl) as a primary reference 
suggests the use of heterocyclic couplers in the dyeing composition. Audousset et al. (US' 903) 
as a secondary reference teaches the claimed benzomorpholine coupler in the dyeing 
formulation, and, thus, a person of the ordinary skill in the art would be motivated to incorporate 
any heterocyclic coupler includes the claimed species with a reasonable expectation of success 
for improving the dyeing properties of the composition and would expect such a composition to 
have similar properties to those claimed in the absent of contrary. 

Further, applicant has not shown on record the criticality of the combination of claimed 
compounds in the composition over the prior art composition. 

With respect to claims 39 and 46, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to optimize the amounts of the oxidation bases in 
the composition in order to get the maximum effective amounts of these ingredients in the 
composition because the reference teaches that the couplers and oxidation bases are presented in 
the amounts of 0.001 to about 10% which are generally used in equivalent amounts (see col. 7, 
lines 8-15). Further, as to the optimization of results, a patent will not granted based upon the 
optimization of the result effective variables when the optimization is obtained though routine 
experimentation unless there is a showing of unexpected results which properly rebuts the prima 
facie case of obviousness, see In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 
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1980). See also In re Woodruff, 919 F. 2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 
1990), mdln reAller, 220 F.2d454, 456, 105 USPQ 233, 235 (CCPA 1955). 

With respect to claim 53, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to formulate such a composition by using a multi 
compartment device for holding and maintaining the composition because the reference clearly 
teaches that the oxidation composition is mixed with the oxidizing agent at the time of use (see 
US' 391, col. 60-64), which implies that both the oxidation composition and the oxidizing agent 
are provided in separate containers, and, thus, a person of the ordinary skill in the art would be 
motivated to use a multi-compartment devices for holding the dyeing composition, absent 
unexpected results. 

Allowable Subject Matter 

2 Claims 9 and 12-21 objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. The prior art of record do not teach or disclose the limitations of 
these claims. 

Conclusion 

3 The remaining references listed on from 1449 have been reviewed by the examiner and 
are considered to be cumulative to or less material than the prior art references relied upon in the 
rejection above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eisa B. Elhilo whose telephone number is (571) 272-1315. The 
examiner can normally be reached on M - F (8:00 -5:30) with alternate Friday off 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on (571) 272-13 16. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Eisa Elhilo 
Patent Examiner 
Art Unit 1751 



August 3, 2005 



